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DETAILED ACTION 



In reply to applicant's response dated January 20, 2009 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 15-17 and 27-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated bv Baumann (U.S. 5.538.626). 

With respect to claim 15, Baumann discloses a filter 1 , as shown in Fig. 1 , 
having: 

• a filter socket having a mounting flange 24 that can, in a sealing manner, be 
connected to a companion flange 7 on the associated apparatus to form a 
flange connection; 

• at least one fluid duct 73 for supplying fluid to be filtered from the apparatus to 
the fluid filter and one fluid duct 74 for discharging filtered fluid from the filter 
to the apparatus extending through said flange connection; 

• a sealing plate 20 arranged to close off at least one section of at least one of 
said fluid ducts, such as duct 73, said sealing plate 20 having at least one 
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through opening 23 that is sealed against the companion flange 7 and being 
arranged flush with an apparatus-side fluid duct 73, 

• a surface area of said sealing plate 20, as seen on a plane of said flange 
connection, being smaller than a surface area of said mounting flange 24; and 

• said sealing plate 20 being inserted in said filter socket in a sealing manner 
and forming a part of said filter socket; and 

• a third fluid duct 25 being a drain duct, as shown in Fig. 1 . 

With respect to claim 16, Baumann discloses wherein said fluid filter includes an 
oil or fuel filter for an internal combustion engine (see col. 1, lines 6-7). 

With respect to claim 17, Baumann discloses wherein at least two separate 
sealing plates are provided, the second sealing plate composed by element 3 and valve 
39, one sealing plate being allocated to each of said at least two fluid ducts 73, 74, 
extending through said flange connection, as shown in Fig. 1 . 

With respect to claim 27, Baumann discloses wherein a peripheral axially acting 
seal 22 is provided in parallel to an outer contour of said mounting flange 24 and 
arranged therein, said seal 22 enclosing said through opening, as shown in Fig. 1 . 
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With respect to claim 28, Baumann discloses wherein said seal 22 
simultaneously seals the fluid duct 73 in the flange connection that is not extending 
through said through opening in said sealing plate 20, as shown in Fig. 1 . 

With respect to claim 29, Baumann discloses wherein the fluid duct 74 not 
extending through said through opening in said sealing plate is separately sealed by its 
own sealing means 22 and said seal encloses the fluid duct in said flange connection 
not extending through said through opening in said sealing plate, as shown in Fig. 1 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18, 19, 33 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baumann (U.S. 5,538,626) in view of Jainek (U.S. 6,746,604). 

With respect to claims 18 and 33, Baumann discloses all the subject matter 
claimed above, with respect to claim 15, and wherein, as a third fluid duct, an 
unpressurized drain duct 25 arranged to drain the fluid filter upon replacement of a filter 
element of the filter extends through the flange connection 24, as shown in Fig. 1 . 
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Baumann lacks the drain duct extending through the flange connection between the 
mounting flange and the companion flange. 

Jainek teaches a filter, as shown in Fig. 1, having an inlet duct 13, an outlet duct 
1 5 and a drain opening 1 5, said opening 1 5 located at an end of housing 1 0. It would 
have been obvious to provide the drain duct disclosed by Baumann at the end of the 
housing as taught by Jainek since the courts have held that shifting the position of a 
particular element is unpatentable as long as the operation of the device is not modified 
(see In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950)). It would be also 
obvious to provide a corresponding duct in the flange 7, since Baumann already 
suggest such an arrangement for the inlet and the outlet, as shown in Fig. 1 . 

With respect to claims 19 and 34, Baumann discloses wherein at least three 
separate sealing plates are provided, one sealing plate being allocated to each of said 
at least three fluid ducts extending through said flange connection, the third sealing 
plate being element 26, as shown in Fig. 1 . Janiek teaches a sealing plate 24 to seal 
the drain opening, and it would be obvious to provide such as a sealing plate to the 
drain duct of Baumann in order to seal the drain opening during normal operation 
irrespective of tolerances and opens during maintenance or when the filter element is 
being replaced (see col. 1, lines 35-40). 
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Claims 20, 21 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baumann (U.S. 5,538,626) in view of Koivula etal. (U.S. 6,187,191 ) [hereinafter 
Koivulal and Steqer, Jr. et al. (U.S. 6,554,140) [hereinafter Steqerl. 

With respect to claim 20, Baumann lacks the specific material of the filter socket 
and the sealing plate, i.e., plastic, and the sealing plate being one of welded and glued 
to the filter socket. 

With respect to the specific material of the filter socket and the sealing plate, i.e., 
plastic: Koivula teaches a filter socket formed at an end of casing 7, and a sealing plate 
16, both made of a plastic material (see col. 3, lines 7-9, and 26-27). It would have 
been obvious to make the socket and sealing plate disclosed by Baumann from a 
plastic material as taught by Koivula, in order to provide resistant and durable parts, 
since plastic is a well known material used in the manufacture of filtering parts. 

With respect to the sealing plate being one of welded and glued to the filter 
socket: Steger teaches the use of adhesive to secure a plate 22 (sealing plate) to the 
shell 23 (socket). It would have been obvious to use adhesive as taught by Steger to 
connect the sealing plate to the socket in order to secure the sealing plate to the socket 
(see col. 3, lines 49-51). 

With respect to claim 21, Baumann discloses wherein said sealing plate 20, at its 
through opening, is provided with a pipe socket 3 having a radially acting sealing ring, 
wherein said pipe socket projects towards the companion flange and can be inserted in 
an apparatus-side fluid duct, as shown in Fig. 1. 
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With respect to claim 31, Koivula further teaches the sealing plate is produced 
as an injection-molded part (see col. 3, lines 26-27). Baumann and Koivula lacks the 
socket produced as an injection molding part and the specific type of plastic, i.e., 
polyamide. 

With respect to the sealing plate produced as an injection-molded part: It would 
have been obvious to make the filter socket as an injection-molded part, since injection 
molding is a well known process of producing plastic products. Furthermore claim 31 is 
considered to be a product-by-process claim since it is drawn to a product, i.e., a fluid 
filter, but it includes a process step of making the product, i.e., "produced as injection- 
molded parts". "Even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process" (see MPEP 21 13 [R-1], In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 
(FED. Cir. 1985)). 

With respect to the specific type of plastic to make the sealing plate and socket, 
i.e., polyamide: Baumann teaches the use of polyamide to make the face end disks. It 
would have been obvious to use polyamide to make the sealing plate and socket in 
order to provide a material that allow a complete thermal processing after being used 
(see col. 5, lines 54-59). 
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Claims 22-26, 30 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baumann (U.S. 5,538,626) in view of Koivula (U.S. 6,1 87,1 91 ). 

With respect to claim 22, Baumann lacks the specific material of the filter socket 
and the sealing plate, i.e., plastic, and a sealing ring inserted between the filter socket 
and the sealing plate. Koivula teaches a filter socket formed at an end of casing 7, and 
a sealing plate 16, both made of a plastic material (see col. 3, lines 7-9, and 26-27). 
Koivula further teaches a sealing ring 17 inserted between the filter socket and the 
sealing plate 16, as shown in Fig. 1. It would have been obvious to make the socket 
and sealing plate disclosed by Baumann from a plastic material as taught by Koivula, in 
order to provide resistant and durable parts, since plastic is a well known material used 
in the manufacture of filtering parts. Furthermore, it would have been obvious to 
provide a sealing ring between the filter socket 24 and the sealing plate 20 disclosed by 
Baumann since the courts have held that if it were considered desirable for any reason 
to obtain access the end of a component having a cover, it would be obvious to make 
the cover removable for that purpose (see In re Dulberg, 289 F.2d 522, 523, 129 USPQ 
348, 349 (CCPA1961). 

With respect to claim 23, Koivula further teaches wherein said sealing ring 17 
acts radially, as shown in Fig. 1 . 

With respect to claim 24, Koivula further teaches wherein said radially acting 
sealing ring 17 is a standard O-ring (see col. 3, lines 26-28). 
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With respect to claim 25, Koivula further teaches wherein said sealing ring 17 
acts axially, as shown in Fig. 1. 

With respect to claim 26, Baumann discloses wherein said sealing plate 20, at its 
through opening, is provided with an axially acting sealing ring 22 surrounding said 
through opening and projecting in a direction of the companion flange, as shown in Fig. 
1. 

With respect to claim 30, Baumann discloses wherein said axially acting seal 22 
is a sectional seal, as shown in Fig. 1. 

With respect to claim 32, Baumann discloses wherein said metal is one of 
aluminum and magnesium and said filter socket and said sealing plate are produced as 
die casting parts (see col. 5, lines 41-45). 

Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baumann (U.S. 5.538.626) in view of Jainek (U.S. 6.746.604) as applied above with 
respect to claim 34 and further in view of Koivula (U.S. 6,187.191). 

With respect to claim 35, Baumann discloses wherein said filter socket and said 
sealing plate are parts made of metal (see col. 5, lines 41-45) and said sealing plates 
are inserted into said filter socket and fixed therein. Baumann lacks a sealing ring 
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between the socket and the plate. Koivula teaches a sealing ring 17 inserted between 
the filter socket and the sealing plate 16, as shown in Fig. 1 . It would have been 
obvious to provide a sealing ring between the socket and the plate in order to leak-proof 
the connection and since the courts have held that if it were considered desirable for 
any reason to obtain access the end of a component having a cover, it would be 
obvious to make the cover removable for that purpose (see In re Dulberg, 289 F.2d 522, 
523, 129 USPQ 348, 349 (CCPA 1961). 



Response to Arguments 

Applicant's arguments, see page 7, lines 24-27, filed on January 20, 2009, with 
respect to the rejection(s) of claim(s) 33 under 102(b) have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Baumann and Jainek, as 
stated above. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the sealing plate being a separate part from the filter socket) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). All the claim requires with the limitation 
"said sealing plate being inserted in said filter socket" is that the sealing plate should 
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have some part inside the filter socket, and Baumann teaches a face wall 20 (sealing 
plate) having a surface inside the filter socket, as shown in Fig. 1 . Furthermore, to 
make the plate separate from the filter socket would have been obvious since the courts 
have held that if it were considered desirable for any reason to obtain access the end of 
a component having a cover, it would be obvious to make the cover removable for that 
purpose (see In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961). 

In response to applicant's argument that the surface area of the face wall 20 of 
Baumann is not smaller than a surface area of the mounting flange 24 as required by 
claim 15: Baumann teaches that the housing 2 is formed by a face wall 20 (sealing 
plate) and a circumferential wall 24 (mounting flange) (see col. 6, lines 17-19); 
therefore, the wall 24 is surrounding the wall 20 and the wall 20 is smaller than the wall 
24, as claimed by applicant. 

In response to applicant's argument that the intake channel 23 of Baumann is not 
separately sealed against the flange 7: This is not commensurate in scope with the 
claim. Baumann teaches the sealing plate 20 having a through opening 23 that is 
sealed against the companion flange 7 and being flush with an apparatus-side fluid duct 
73, as shown in Fig. 1 and as claimed in claim 15. 

In response to applicant's argument that In Baumann the inlet and outlet extend 
through the face wall 20, not the wall 24, which the Examiner equates with the flange 
connection: The circumferential wall 24 of Baumann has been considered the mounting 
flange. The flange connection is the connection between the mounting flange and the 
companion flange, as claimed by applicant. Baumann teaches the inlet and outlet ducts 
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extending through the flange connection, i.e., extending through the connection 
between the mounting flange 24 and the companion flange 7, as shown in Fig. 1 . 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MADELINE GONZALEZ whose telephone number is 
(571 )272-5502. The examiner can normally be reached on M, T, Th, F- 8:30am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Madeline Gonzalez 
Patent Examiner 
April 20, 2009 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



